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DETAILED ACTION 

1 . The following NON FINAL Office Action is in response to Applicant's submission 
received April 17, 2008. Applicant elected Group II (claims 15-26). Claims 31-48 have 
been added. Therefore, claims 15-26 and 31-48 are pending. 

Election/Restrictions 

2. Applicant's election without traverse of Group II (claims 1 5-26) in the reply filed 
on April 17, 2008 is acknowledged. 

Claim Rejections - 35 USC § 101 

3. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

Claims 15-26 and 31-48 are rejected under 35 U.S.C. 101 because the claimed 
invention is directed to non-statutory subject matter. 

Regarding claims 15-26, the claims are directed towards a non-statutory system 
comprising only software. The claims fail to recite any physical structure. A statutory 
system is a physical object with physical structure, not software. Therefore, the claims 
recite non-statutory subject matter. 

Regarding claims 31-40, the claims are directed towards a process. However, 
the method steps recited are not tied to another statutory class. Based on Supreme 
Court precedent, and recent Federal Circuit decisions, a § 101 process must (1) be tied 
to another statutory class (such as a particular apparatus) or (2) transform underlying 



Application/Control Number: 10/671,876 Page 3 

Art Unit: 3623 

subject matter (such as an article or materials) to a different state or thing. See 
Diamond v. Diehr , 450 U.S. 175, 184 (1981); Parker v. Flook , 437 U.S. 584, 588 n.9 
(1978); Gottschalk v. Benson , 409 U.S. 63, 70 (1972); Cochrane v. Deener , 94 U.S. 
780,787-88 (1876). Therefore, the claims fail to recite a statutory method. 

Regarding claims 41-48, the claims are directed towards a computer program 
product embodied "in an information carrier." The broadest reasonable interpretation of 
"information carrier" includes non-statutory signals. Therefore, the claims recite non- 
statutory subject matter. 

Claim Rejections - 35 USC §112 

4. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

5. Claims 15-21, 32-37, and 42-45 are rejected under 35 U.S.C. 112, second 
paragraph, as being indefinite for failing to particularly point out and distinctly claim the 
subject matter which applicant regards as the invention. 

As to claim 15, no physical structure is recited, making it unclear how the claim 
recites a "system." 

As to claims 16, 32, and 42 it is unclear what the further validation achieves, 
since the entire task set is purportedly validated in claim 15. The claims appear 
redundant. 

As to claim 17, 33, and 43 it is unclear what the difference between the "activate" 
in this claim and the "execute" in claim 15. It appears to be duplicative language. 
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As to claim 18 and 34 it is unclear what is meant by "progressively accept." Are 
there a series of tasks accepted one by one? Or is the acceptance done according to a 
"progressive" method? 

As to claim 19, 35, it is unclear how the further validation achieves, since the 
tasks are already validated based on the constraints in claim 15. 

As to claims 20-21 , 36-37, and 44-45 it is unclear what the difference between 
"structural" and "containment" constraints is, because both achieve the same result in 
the claim - that it imposes which tasks are included in the instance template. 

Claim Rejections - 35 USC § 102 

6. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

7. Claims 15-26 and 31-48 rejected under 35 U.S.C. 102(b) as being barred by prior 
public disclosure in Shazia Sadiq, et al., "Pockets of Flexibility in Workflow 
Specification," Proceedings of the 20th International Conference on Conceptual 
Modeling, Lecture Notes In Computer Science 2224, pp. 513-526 (H.S. Kunii, et al., 
eds. 2001). 

The Sadiq article, published more than a year before the effective filing date of 
the invention, is provided in the provisional application. All of the claimed elements are 
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supported in the Sadiq article. Therefore, the claimed invention was disclosed more 
than a year before the effective filing date. 



Conclusion 

8. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. See PTO-892. 

Peter Mangan & Shazia Sadiq, "On Building Workflow Models for Flexible 
Processes," The Thirteenth Australasian Database Conference ADC2002 (28 January 
2002). 

Peter J. Mangan & Shazia Sadiq, "A Contraint Specification Approach to Building 
Flexible Workflows," J. Res. & Practice in IT, vol. 35, no. 1 (February 2003). 

9. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to William V. Saindon whose telephone number is 
(571)270-3026. The examiner can normally be reached on M-F 7:30-5; alt. Fridays off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Beth Van Doren can be reached on (571) 272-6737. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/wvs/ 

/Jonathan G. Sterrett/ 

Primary Examiner, Art Unit 3623 



